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WAR DEPARTMENT, May 27, 1876.
The Secretary of War has the honor to transmit to the House of Rep-

resentatives, for the information of the Committee on Patents, in re-
sponse to letter of the Hon. S. A. Dobbins, of said committee, copy of
report of the Chief of Ordnance on House bill 3481, "extending the juris-
diction of the Court of Claims .of the United States, and for other pur-
poses."
The views of the Chief of Ordnance are concurred in.

ALPHONSO TAFT,
Secretary of War.

HOUSE OF REPRESENTATIVES,
COMMITTEE-ROOM ON PATENTS,

Washington, D. C., May 27, 1876.
SIR: On the 10th day of April last, as chairman of a Subcommittee

on Patents, I had the honor to transmit to you House bill No. 2865,
"extending the jurisdiction of the Court of Claims of the United States,
and for other purposes," for your examination and opinion thereon. On
the 11th day of that month you returned that bill to the House of Rep-
resentatives, suggesting certain amendments, in conformity to the report
of the Chief of Ordnance, with your approval, and also with favorable
recommendation.
That bill, so amended, became House bill No. 3171; being referred to

the Committee on Patents, was transmitted to the Attorney-General for
his examination and opinion thereon on the 6th day of May, 1876. On
the 17th day of the same month the Attorney-General returned that
bill to the House of Representatives, fully approving; and recommend-
ing, favorably, the same, with certain amendments suggested in writing.
That bill, so amended, has been referred to the Committee on Patents,
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and is now House bill No. 3481, "extending the jurisdiction of the
Court of Claims of the United States, and for other purposes."
It has been thought best to transmit that bill to you for the purpose

of ascertaining whether you concur in the amendments suggested by
the Attorney-General, and whether you approve and recommend the
bill as now inclosed herewith.
I will avail myself of this occasion to submit to you the following

questions, to wit: First. Should the committee amend this bill by limiting
the right to recover against the United States for the use of any in yen -
tion, and letters-patent thereon, to the date of the passage of the bill,
and not thereby provide for settlement and payment for the past use of
any invention and patent now by the deeisions of the courts made pri-
vate property, would, in that case, the War Department obtain the re-
lief suggested and sought for in the annual report of the Secretary of
War, and also in the annual report of the Chief of Ordnance for the
year 1875 ? Second. Should Congress fail to pass House bill 3481 at
the present session, what would be the result or effect, if any, upon
the public service and business of your Department ?
Any suggestions that you may feel it your duty to make with refer-

ence to the inclosed bill will be thankfully received.
An early reply is respectfully requested.

I have the honor to be, your obedient servant,
SANE,. A. DOBBINS,

Chairman Subcommittee.
The HOD. the SECRETARY OF WAR.

[Indorsements.]

Respectfully referred to the Chief of Ordnance for report.
By order of the Secretary of War.

H. T. CROSBY,
Chief Clerk.

ORDNANCE OFFICE WAR DEPARTMENT,
-Washington, May 27, 1876.

Respectfully returned to the Secretary of War.
I have carefully examined House Representatives bill 3481, and con-

cur in the amendments suggested by the Attorney-General as embodied
therein.
In reply to the two questions propounded by Hon. Mr. Dobbins, I

have the honor to state:
1st. If this bill should be amended so as to limit the right to recover

against the United States to the date of the bill, and not provide for
settlement and payment for the past use of any invention, &c., the War
Department will not obtain the relief asked for, and pressed upon the
attention of Congress in the annual reports from this office for several
years past. The claims for past use of inventions would continue to
embarrass the War Department, and the impossibility of a settlement,
except through costly and protracted litigation, personally involving the
officers of the Department, would be a great hardship both to them and
to the inventors.
2d. Should Congress fail to pass this bill at the present session, it

will leave the Department in the same condition in which it has been
for many years, subjecting its officers to frequent suits for infringements
of patents, which is onerous to the officers, and may result, in the event
of the success of the suits, in embarrassing them in their private means.
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A suit is now pending in the United States circuit court, district of
Connecticut, against the commanding officer of the National Armory,
Springfield, Mass., for acts done under the order of the War Depart-
ment.
I strongly recommend the passage of House bill 3481 during the pres-

ent session of Congress.
S. V. BENRT,

Brigadier-General, Chief of Ordnance.

HOUSE EX. Doc. No. 158, 44TH CONGRESS, 1ST SESSION.

Letter from the Secretary of War, transmitting letter, &e., from Chief of
Ordnance on House bill 2865, relating to infringement on, patents.

APRIL 12, 1876.—Referred to the Committee on Patents and ordered to be printed.

WAR DEPARTMENT,
April 11, 1876.

The Secretary of War has the honor to transmit to the House of Rep-
resentatives, for the information of the Committee on Patents, in re-
sponse to letter of the 10th instant from Hon. Samuel A. Dobbins, chair-
man of Subcommittee on Patents, a letter of the 10th instant from the
Chief of Ordnance on House bill 2865, transmitting also an extract from
his annual report of 1875 on infringement of patents, and copy of letter
of October 11, 1875, to the Secretary of War, on the same subject, with
recommendation.

ALPHONSO TAFT,
Secretary of War.

ORDNANCE OFFICE, WAR DEPARTMENT,
Washington, April 10, 1876.

SIR: I have the honor to return House of Representatives bill No.
2865, "extending the jurisdiction of the Court of Claims, and for other
purposes," now pending before the House Committee on Patents. I also
transmit an extract from my annual report of 1875 on "infringement
of patents," and copy of letter to the honorable Secretary of War,
dated October 11, 1875, on the same subject.
The provisions of this bill, with the amendments, in writing, inter-

lined and in margin, have my hearty approval, and will, it is be-
lieved, relieve the War Department from . the great embarrassments
which have been frequently brought to the attention of Congress in
previous reports, and give a sure, speedy, and uniform method of set-
tling the claims of patentees against the United States for the use of
patents.
In the further interest of patentees and of the United States, I would

respectfully recommend two additional amendments, which have been
inserted in the margin in red ink, viz: page 2, line 18, after the word
" provided," insert "such cases to be preferred causes in said court ;"
and on page 11, section 12, line 4, after the word "provided," insert
"such cases, so appealed, to be preferred causes in said court." These
additional amendments are necessary to avoi.d delay in the determina-
tion of said causes.

Respectfully, your obedient servant,
S. V. BENf:T,

Brigadier-General, Chief of Ordnance.
The Hon. the SECRETARY OF WAR.
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H. R. 2865.-44TH CONGRESS, 1ST SESSION.

IN THE HOUSE OF REPRESENTATIVES, MARCH 27, 1876.—Read twice, referred to the
Committee on Patents, and ordered to be printed.

Mr. MARTIN I. TOWNSEND, on leave, introduced the following bill:

A BILL extending the jurisdiction of the Court of Claims, .and for other purposes.

Be it enacted by the Senate and House of Representatives of the United States of America in
Congress assembled, That if the Secretary of War, or of the Navy, or of the Treasury, or
of the Interior Department, or the Postmaster-General, or any other officer of the United
States of America, has used, or shall hereafter use, in the public service, either under
or without an express or implied contract, any invention upon which the letters-pat-
ent of said United States have been issued or re-issued or extended and renewed,
whereby, and by means of which, such service has been, or is, improved or benefited,
either in the saving of labor or in the reduction of expenses in the management of
Government affairs, or if such service has been, is, or shall be, in any other way or
manner improved or benefited, the Court of Claims of the United States is now and
hereby. vested with full and complete jurisdiction in and over any and all such cases,
the same to be brought into and before said Court of Clainis, in the manner and for the
purposes herein provided; such cases to be preferred causes in said court, and whose
duty shall be to hear, investigate, and determine any and all such cases submitted to
said court upon pleadings and proofs, in the manner herein provided for it to hear,
investigate, and determine, and involving the following questions of fact for the con-
sideration and judgment of said court, to wit:

First. The granting and issuing of the letters-patent, set forth by date and number
thereof, and described in the petition or bill of complaint,filed in said court in the
manner substantially as hereinafter provided; and also the validity of such letters-
patent, with the same jurisdiction and power that the circuit court of the United States
now has over and upon such matter;

Second. The use of the improvements, invention, and letters-patent thereon in the
business and service of said United States, and in what Department, and for what pur-
pose used, and the duration of that use;
Third. The compensation or sum of money to be paid by said United States, upon

the evidence submitted, for such use of the improvements, invention, and letters-pat-
ent so applied to the public service; and,
Fourth. The right, title, and ownership of the letters-patent specified in the petition

or bill of complaint in the manner aforesaid; and to whom the compensation for such
use of invention and letters-patent thereon shall be awarded and paid by said United
States.
SEC. '2. That in each and all cases where either of the several Departments or any

officer of the Government of said United States, have put into use in the service of said
Government of the United States any patented invention or improvements, the Cabinet
officer at the head of the Department using such patented invention or improvements
shall, if requested so to do by the written application of the inventor and original
patentee, or his assignee or assignees, or either of them, of the invention so used, and
within ten days thereafter, having been first furnished with a duly-verified copy of the
petition or bill of complaint containing the facts and the grounds relied upon for re-
covery against said United States, in the manner herein provided, refer the same to
said Court of Claims for the purposes herein named; whereupon that court shall pro-
ceed and take full and complete jurisdiction of each and every matter contained in
such verified petition or bill of complaint, in the same manner provided in section one
of this act; and shall hear and determine the same, and all matters contained in the
answer thereto, in the manner herein provided. .
SEC. 3. That if either of the said several Departments have had, have, or shall have

in use in the service and business of the United States, any improvements, or invention
upon which the letters-patent of said United States have been issued, the inventor and
original patentee named in the letters-patent, or in any re-issue or any extension and
renewal thereof, or any person or perSons claiming to be the owner or owners of any
interest in such letters-patent by a deed of assignment in writing, duly made and ac-
knowledged before some officer having authority by law to take acknowledgments,
and the same of record in the Patent-Office of said United States, the original deed of
assignment so made and recorded, or a duly-certified copy thereof, being produced and
made a part of the said petition or bill of complaint, may make the said United States
defendant, and thus and thereby give the said Court of Claims the jurisdiction con-
tained in section one of this act. The said petition or bill of complaint shallabe n
writing, and shall be the same,.or substantially the same, as a bill in equity in the cir-
cuit court of the United States filed against an infringement of any letters-patent in
that court, and shall set forth therein all the matters of fact which said Court of Claims
is, by this act, required to pass upon and to determine at the final hearing of the case
so referred or brought to the jurisdiction of said court, to which the Attorney-General
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of said United States shall make answer within thirty days next after service upon

him of a duly-certified copy of the said petition or bill So made and filed with the clerk

of said Court of Claims, and upon the filing of such answer with the clerk of said

court, the issues &ball be fully joined and the case ready for proofs, to be taken in the

manner herein provided.
SEC. 4. That every such petition or bill of complaint shall be signed and sworn to by

the petitioner or petitioners aforesaid before a. United States commissioner, or a com-

missioner of said Court of Claims, or before a judge of a court of record having a seal;

and the same shall also be signed by the attorney and counsel of record for the peti-

tioner or petitioners in said Court of Claims; and in like manner the answer of the
Government of said United States thereto shall be duly signed by the Attorney-Gen-

eral aforesaid in his official capacity. And after the filing of said answer in the man-

ner hereinbefore stated and provided, eight days' notice, exclusive of the day of the
service thereof, shall be given to said Attorney-General by said petitioner or by the

petitioner's attorney of record in said Court of Claims, of the time and place for the

taking of such oral and documentary proofs as are intended to be used in such cause
in support of the petition or bill of complaint so made and filed in said court, after

which the said Attorney-General shall, in like manner, give notice of the time and

place, and shall proceed to 'take such proofs as he may deem necessary in support of

the answer so made and filed by him in the office of the clerk of said court. The proofs

or evidence named, as aforesaid, may be taken by and before a United States commis-

sioner or a commissioner of said Court of Claims or an examiner in equity in the

United States circuit court, in the usual manner, and under the same rules as now prac-

ticed in patent causes in the said circuit court. After the direct and rebuttal proofs

upon each side in any such cause have been taken and filed in the office of the clerk of

said Court of Claims, such cause shall be deemed to be ready for argument and final

bearing, and thereupon the same shall be put upon the current calendar or trial-docket

of said court for such hearing and argument upon the evidence so taken and submitted

by both the parties named in thepetition or bill of complaint, or by either party thereto

upon the default of the other or refusal to take proofs as herein provided; and the

same shall then be proceeded with by that -court .to final judgment aradecree in the

usual manner established by said court with reference to the making and entering of

final decrees and judgments.
SEC. 5. That the said Court of Claims shall fix upon and decree the rate of compen-

sation, and the sum or amount of money to which the aforesaid inventor and orig-

inal patentee, or his heirs, or assigns, or legal kepresentatives may, upon the proofs,

be entitled to have and to receive in the manner claimed in and by such petition or

bill of complaint so made and filed in said court, and up to the time of adjudication by

said Court of Claims; all of which shall be heard and determined upon the evidence

taken and submitted to said court in the manner substantially :IS hereinbefore pro-

vided.
SEC. 6. That any three of the judges of said Court of Claims may, upon the written

application of either party named as aforesaid, regulate, by an order in writing, duly

signed by them, the time, place, and the manner for the taking of proofs or evidence

to be used upon either or both sides in any cause brought within this act into said

court in the manner aforesaid, so as to prevent unnecessary eXpense or delay by either

party aforesaid; but due notice thereof shall first be given to the adverse party, and

said application may be heard in open court, or at the chambers of the chief justice of

said. court; and in like manner upon the written application of either party, such

judges may determine upon the time for the trial or final hearing and argument of any

such cause so brought into said court.
SEC. 7. That if any person or persons claiming to own the whole or a part interest

of the right and title to the invention and letters-patent thereon, by a good and valid

deed of an assignment, made, executed, and of record • in the manner hereinbefore

made and provided, if there be any, who are not joined in such petition or bill afore-

said, shall be made party defendants therein with the said United States and brought
into said Court of Claims or required therein to appear upon such notice or order as
the said court shall determine and direct • and thereupon the said Court of Claims
shall have the same juriAiction of each an every matter thereof as it has herein and
hereby with reference to said inventor and original patentee, and shall hear and deter-
mine the same in the manner and with the same force and effect as hereinbefore pro-
vided.
SEC. 8. That if in any cause made and filed in the said Court of Claims, in the man-

ner as provided for by this act, anybody shall have a good, sufficient, and valid deed of
assignment and transfer of the invention and letters-patent named in the petition or
bill of complaint aforesaid, or of any part thereof, and if the same be of record in the
United States Patent-Office as by law required, the same if required, or a duly-certified
copy thereof, shall be produced in evidence in said Court of Claims by the person or
persons holding and owning it, for the inspection and opinion and judgment of said court
thereon; and thereupon the said court shall have full jurisdiction of the same and of
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all matters appertaining thereto, and may, upon evidence duly taken as hereiribefore
provided, proceed to hear such cause, and to determine each and every matter that may
be at issue or involved in or by the evidence so taken and presented concerning such
deed of assignment, and to whom any judgment that may be rejidered, decreed, or
ordered to be entered against said United States shall be paid; and in case an appeal
be taken in the manner provided for in and by section twelve of this act, to the Su-
preme Court of the said United States, then that court may, in like manner, determide
such matter and to whom the said United States shall pay any judgment so made, de-
creed, and entered by said Court of Claims But if nJ such deed of assignment or a
duly-certified copy thereof be offered and received in evi deuce in such cause before the
closing of the direct or redirect evidence upon either side therein, then such cause shall
be proceeded with, and heard and determined by said court in the manner hereinbe-
fore made and provided. Any person who may have any knowledge or evidence con-
cerning the matters involved in the petition or bill aforesaid, or in the answer thereto,
may be examined as a witness, by and in behalf of the parties to such suit, or either
of them.
SEC. 9. That any proofs or evidence taken in pursuance of the provisions contained

in this act shall be duly certified to by the officer before whom and by whom the same
is taken, and thereupon the same shall be securely sealed up by such officer, and by,
him transmitted to the clerk of said Court of Claims, in the same manner as now prac-
ticed in the said circuit court of the United States, or as required by the rules of prac-
tice in said Court of Claims, which shall be done within thirty days next after the
taking of the same as aforesaid is completed. Duly-certified copies of any record-
papers, other than that of deeds of assignment, or transfers, or licenses, may be used
in evidence in any such cause in said court in the same manner and with the same
effect as other evidence is used in or by said Court of Claims.
SEC. 10. That if such letters-patent have been renewed or extended by the Commis-

sioner of Patents or by an act of Congress, or if the same have been re-issued either
before or after any renewal or extension thereof, the jurisdiction of said Court of Claims,
conferred by this act, shall apply to the same; and the right of recovery against sad&
United Stated as herein provided for the use of the invention so patented, or re-issued,
or renewed and extended, shall be under either the original letters-patent or any re-
issue thereof, or under any renewed and extended term of the same; and the same, and
each and every thereof, may be included in the same petition or bill of complaint, and
the compensation for the use of the invention so patented shall be fixed and determined
upon the length of time the same has been used in the public service by the direction
of either of the Departments, or any officer named in section one of this act.
SEC. 11. That in case of the decease of said inventor and original patentee, or of any

such assignee, either before or after the filing of any such petition or bill of complaint
as aforesaid, then his administrator or executor

' 
or administratrix or executrix, for the

benefit of the heirs and estate of such deceased inventor and patentee, or of such as-
signee, shall be deemed, and shall be, the rightful and lawful party against said United
States for all and every of the purposes mentioned and provided for in this act, and
may prosecute the same to final judgment and decree in either or both of said courts;
and shall be responsible and accountable to such estate therefor, in the same manner
as provided by law in the State where such estate shall be situated at the time of the
decease of such inventor and patentee, or assignee.
SEC. 12. That either party aforesaid may appeal to the Supreme Court of said United

States within thirty days next after judgment or final decree shall have been made and
ordered by said Court of Claims as hereinbefore provided; such cases, so appealed, to
be preferred causes in said court; and if the said judgment or final decree shall not be
appealed, or, if appealed, and the said judgment or fimial decree shall be affirmed by said
Supreme Court, then the same shall be certified by the said Court of Claims to the Sec-
retary of the Treasury of said United States in the same manner as now provided by
the law in relation to any other judgment of said Court of Claims; and the same, when
presented to the Secretary of the Treasury aforesaid, shall have the same effect as now
provided by law, and shall thereupon be paid out of any general appropriation in re-
lation to judgments of said Court of Claims or for private claims; and the payment of
such judgment shall be in full satisfaction for all claims for compensation for the use
of such patented invention or improvements up to the time of the making and entering •
of such judgment or decree thereon by the said court, and no longer; or such judg-
ment may be paid by the Secretary of the Treasury of said United States out of any
money in the said Treasury not otherwise appropriated, with the same effect as though
the same had been paid out of any money appropriated for the payment of judg-
ments of said Court of Claims or for private claims.
SEC. 13. That this act shall take effect immediately after its passage and approval.
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INFRINGEMENT OF PATENTS:

I have the honor again to advert to the subject of patent-claims set up against this
Department for alleged infringements in the productions at the National Armory, and
at the several arsenals of construction. The Chief of Ordnance, in his report for the
year 1873, gave a succinct statement of the state of those claims at that time. The
claims on the Springfield rifle date back to the order of the Secretary of War of July
28, 1866, for the conversion of 50,000 muzzle-loaders to breech-loading arms. The skill •
and ingenuity of the officers and workmen of the Ordnance Department, brought into
active operation previous to that time and continued to the present, has resulted in
the production of as perfect a single breech-loading arm as will find its place in modern
war. Its mechanism, it is claimed, has touched upon and appropriated in part the
best features of several distinct and separate patents, some of which were perfected
and re-issued after the work of the Government had begun, and whose owners are now
seeking compensation for the use.
The consideration of a patent-case involves a careful weighing of many matters of

fact relating to novelty, priority, &c., as well as an appreciation of equivalents and
dissimilarities in mechanical structures and contrivances, and the proper application
of the principles of patent-law to facts thus found. Where a device stands boldly out
as the original type of its class, and the many questions of a character to affect the
validity of the patent are in such a case reasonably free from doubt, it is apprehended
that it would require but ordinary patent-expert skill to settle with certainty the
merits of any question of infringement that might be raised; but where several claim-
ants profess to cover by their patents the same identical device or combination, a
proper regard to the several interests involved renders the matter more difficult of
determination. An impartial settlement requires, in most cases, the assistance of the
highest degree of expert skill and the exercise of the highest order, of legal talent in
the specialty of patent-law. The law prescribes a judicial method of settlement where
private parties only are concerned, but the means of deciding properly between con-
tending patentees and determining the amount of damages sustained by them, or
any of them, where the Army workshops are concerned, are not vested in any portion
of this Departnaent, nor, indeed, as respects cases wherein the United States are
properly the defendants, are they known to be vested in any Department of the Gov-
ernment at the present time.
The methods adopted by some of the claimants, of instituting suits in the United

States circuit courts against officers of this Department for the alleged infringements,
is onerous to the officers themselves, and can only result, in the event of the success of
the suits, in embarrassing such officers in their private means, whereas the Govern-
ment is the sole beneficiary in the use of the things which are the subject-matters of
litigation. A recent opinion of the Attorney-General 'has inferentially decided that
the executive officers of the Government are not authorized to settle the judgments,
for past use, rendered in such suits, without authority of Congress to do so. This
opinion has been the guide of this Bureau since that time. The officers, therefore,
against whom judgments might be rendered would be put to the harassing necessity
of securing special legislation for their relief in respect to matters over which they
have had little or no power or control.
The indemnity due to public officers who have acted in pursuance of competent

authority in the performance of their public duty, or who have in good faith exercised
the discretion .vested in them by law, is secured to a certain class of Government offi-
cials by general legislation. Collectors and other officers of the* revenue are thus
secured by section 989, Revised Statutes. It is therein enacted,-that when a recovery
is had in any suit or proceeding against such officer for any act done by him in the
performance of his official duty, and the court certifies that there was probable cause
for the act done by him, or that he acted under the direction of the Secretary of his
Department, or other proper officer of the Government, no execution shall issue against
him, but the amount so recovered shall, upon final judgment, be provided for and paid
out of the proper appropriation from the Treasury. Legislation similar to the foregoing,
in favor of the officers of this Department against whom recoveries may be had for
infringement of patents in the productions of the armory and arsenals, would be a
practicable method of relieving this Bureau of a present embarrassment.
It is believed, however, that, where several patents are alleged to cover a single

complex device, each of these patents should be brought under the adjudication of a
common tribunal, where the combined wisdom and experience necessary to the disposal
of the whole number of cases could be brought to bear on each particular one in detail.
If suits on such a device are brought by the several patentees in widely-separated•
jurisdictions, there is great liability of undue compensation being awarded to one pat-
entee and inadequate remuneration to another, when the relative importance of the
several patents is thereafter taken into account. It is, therefore, a question in the
interest of the patenteesithemselves, as well as of public economy, whether some par-
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ticular forum should not be named wherein claims of the character here referred to
should be exclusively brought. The Court of Claims has denied its jurisdiction in cases
of infringement of patent-rights by the Government, because such clairlis are held to
sound in tort, and because the jurisdiction of the circuit courts is by law made exclu-
sive in cases of patents. (See Pitcher's case, and Nook's case, 1 C. C. Repts., pp. 7 and
83.) Were it not, therefore, for these limitations upon the jurisdiction of the Court of
Claims, this Department might readily refer all cases of alleged infringement for the
decision of that tribunal under section 1063 of the Revised Statutes. Claimants before
this Bureau for past use are now, however, without a remedy, except by personal

- actions against the officers of the Ordnance Department, (who have been and are act-
ing under superior authority,) or by a direct application to Congress. As indicating
the direction heretofore given by Congress to a complicated patent-case arising out of
this Bureau, in order to secure for it the careful legal investigation which its impor-
tance demanded, attention is respectfully invited to the joint resolution of June 3,
1864, (13 S. L., p. 588,) referring the claim of William W. Hubbell to the Court of
Claims. This claim was founded upon the use by the Government, to a very large
extent, of devices covered by the patents of the claimant; and the court was directed
to investigate and determine whether the claimant was the original inventor of the
partipular devices in question, and if he had a just and equitable right to compensa-
tion for the same. If so, what amount of compensation he was entitled to receive for
the use of the inventions up to the time of adjudication, and for a full and entire trans-
fer of his patents to the United States. This case, therefore, furnishes a precedent for
the method of settling this glass of cases; and, coupled with the advantages to accrue
from the adjudication in a single tribunal of all patents where the United States is
defendant, I would respectfully submit it to the wisdom of Congress whether jurisdic-
tion ought not to be given to the Court of Claims in all cases of the character here explained
where the United States is defendant. I earnestly recommend that some action may be
taken at the coining session on this subject, which has engaged the attention of this
Bureau for so long a time.

ORDNANCE-OFFICE, WAR DEPARTMENT,
Washington, October 11, 1875.

SIR: I have the honor to submit the propriety of soliciting from the Attorney-Gen-
eral his concurrence in an effort which I request may be made to secure from Congress
the passage of an act authorizing this Department, whenever the public interest may
demand it, to prosecute in the National Armory and the arsenals of construction the
manufacture of articles of ordnance destined for public use in the military service,
without regard to any patent-rights granted by the Government, and prescribing a
judicial method of awarding compensation from the Treasurer to holders of patents
upon their making it to appear in a proper tribunal that their letters-patent, being
valid, are the subject of infringement by this Department, and showing the amount
of compensation to which they are reasongbly entitled.
The reasons which prompt me to make this request are the following:
Upon directions being given by the Secretary of War to this Bureau

' 
any article of

ordnance wbatever must, by the rules of the military service, be purchased or manu-
factured in the public workshops of the armory and arsenals if the appropriations
for this branch of the service will permit the expenditure. Where machinery ade-
quate to the production of articles ordered is not on hand, it also has to be purchased
or manufactured as above.
It is out of these manufactures by the United States that much difficulty has arisen

to this Bureau durj,ng the past few years; difficulties resulting from actual or supposed
infringement of patent-rights held by private inventors, or by persons or corporations
who have become the assignees of such rights.
Without attempting to enumerate all the instances that have occurred or may occur

in this Department, it may be stated generally that few departures from known de-
vices can be made in the Government workshops without originating a demand against
the Department for allowance of royalty for infringement of letters-patent. The class
of war-materials, like all other classes, is open to all the world for improvement; a not
inconsiderable portion of the world avails itself of the opportunity, and this whole
field of invention is overlaid with the paper grants of the Government under the laws
for promoting the progress of science and the useful arts.
Did a patent granted by the Government convey per se an incontestable right to

remuneration for any invasion of the same, one element of difficulty would be obvi-
ated in the consideration of questions relating to infringement; but, as the granting
of a patent or a re-issue by the Patent-Office is a mere ministerial act, not professing
to be a warranty of the franchise conferred, the recognition of such act as conclusive
in any given case must be made in the face of all the possible infirmities which may
'inhere in it. That radical and fatal infirmities do exist in numbers of cases, the records
of adjudications of patent cases in the courts will amply attest. Where, therefore,
controversies are raised between owners of patents in which this Department may be
considered as an infringer, it is manifestly not in the province of the Department to
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settle contending rights, as the judicial machinery necessary to that end is nowhere
vested in it. Meanwhile, however, the Department continues the manufacture or use,
without the power to decide whose claim before it is the most meritorious.
Nor is there any plain, adequate remedy provided by law whereby claimants can

obtain remuneration from the Government. The infringement of a patent has been
hOd to partake of the nature of a tort on the part of the individual infringer; it has
been so held by the Court of Claims in Pitcher's case and Nock's case, (1 C. C. Repts.,
pp. 7 and 83,) and in the case of Ely vs. Benton, which was before the United States
circuit court for the district of Massachusetts in 1871, the question whether or not the
commanding officer of the National Armory was personally answerable in damages to
the owner of a patent infringed in the manufactures under his direction at the armory
was reserved on division for the decision of the United States Supreme Court. The
question was never pressed before the Supreme Court, and may therefore be considered
as yet an open one. It is for the settlement of this question, as well as for providing
a method of remuneration from the Treasury to meritorious patentees, that legislation
is now asked. The United States is the real beneficiary of the acts of its agents at the
armory and arsenals, who can only act in obedience to the superior authority of the
War Department.
Where manufactures or use by the United States have continued for any length of

time without the consent of the holder of a patent, it has been held by the Attorney-
General that no award of public moneys as damages can be made to such holder of
patent without authority of Congress; the infringement being in the nature of a
damage which an executive officer is not authorized to adjudicate upon.
Were there no other difficulties to be encountered in the settlement of these patent

cases, the single question of "measure of damages" would take each case out of the
jurisdiction of this department.
As before suggested, there is no judicial process under the, control of this depart-

ment by means of which the proper damages to be allowed may be estimated or deter-
mined. Between private parties actions for infringement may be either at law or in
equity. At law " actual " damages alone are allowed., and these are to be found through
the instrumentality of a jury, and are subject to be trebled by the judge at his discre-
tion in favor of the party whose right is infringed. And it has been held (16 How.,
480,) that "actual damages must be actuagy proved, and cannot be assumed as a legal
inference from any facts which amount not to actual proof of the facts." In equity,
besides the profits that may have accrued to the infringer, the complainant is entitled
to recover the damages he has sustained, subject to being trebled, as at law, and the
court is authorized to assess the damages or cause the same to be assessed. From the
judgment or decrees in either form of action appeals are provided in the ordinary
course of judicial procedure. A simple glance at these methods of settlement of cases
of infringement between individuals, therefqre, will show the inability of an executive)
officer (who is not invested with judicial functions and from whose judgment no judi-
cial appeal in such cases is provided) to settle patent cases wherein the United States is
concerned.
In the absence of any better method of disposing of,the cases Which have accrued in

this Bureau, it has been the custom to refer them to the Department of Justice, with
the request that an opinion might be expressed upon the validity of the patents, and
that a method of settlement might be suggested. In one instance, the papers, after an
opinion had been furnished by the Department of Justice, were referred to an officer
of Ordnance, familiar with the subject-matter of the patents, for an opinion upon the
amount of damages. Some of the cases are still pending in the Department of Justice.
Upon recent reflection I have arrived at the conclusion that the method adopted in

these cases is not the best for subserving the individual interests of the claimants and
of the Government, and the Department is powerless to afford relief in any case with-
out the action of Congress. As this power has, in any event, to be invoked, I would
recommend that general legislation be asked so as to cover all the cases. This can best
be done by designating some special tribunal wherein actions may be brought against
the Government for alleged infringement in the workshops and in the products of the
Ordnance Department. My views in this regard are embraced in the inclosed extract
from my annual report of this year, and the measure therein suggested is the one
which I would earnestly ask may be submitted to the Attorney-General for his influ-
ence and support, if it should commend itself to his judgment.

I have the honor to be, very respectfully, your obedient servant,
S. V. BENT,

Brig. Gen., Chief of Ordnance.
The Hon. SECRETARY OF WAR,

H. Ex. 168-2
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H. R. 3481—FORTY-FOURTH CONGRESS, FIRST SESSION.

IN THE HOUSE OF REPRESENTATIVES, MAY 18, 1876.—Read twice, referred to the Coin-
mittee on Patents, and ordered to be printed.

Mr. DOBBINS, by unanimous consent, introduced the following bill:

A bill extending the jurisdiction of the Court of Claims of the United States, and for other purposes.

Be it enacted by the Senate and House of Representatives of the United States of America
in Congress assembled, That if the Secretary of War, or of the Navy, or of the Treasury,
or of the Interior Department, or the Postmaster-General, or any other officer of the
United States of America

' 
has used, or shall hereafter use, in the public service, any

invention upon which the letters-patent of said United States have been issued or re-
issued or extended and renewed, whereby, and by means of which, such service has
been, or is, improved or benefited, either in the saving of labor or in the reduction of
expenses in the management of Government affairs, or if such service has been, is, or
shall be, in any other way or manner improved or benefited, the Court of Claims of the
United States is now and hereby vested with full and exclusive jurisdiction in and
over any and all such cases, the same to be brought into and before said Court of
Claims; by a petition or bill of complaint verified and filed in said court, in the man-
ner and for the purposes herein provided; and whose duty shall be to hear, investigate,
and determine any and all such cases submitted to said court, upon pleadings and
proofs, in the manner herein provided for it to hear, investigate, and determine, and
involving the following questions of fact for the. consideration and judgment of said
court, to wit:

First. The granting and issuing of the letters-patent, set forth by date and number
thereof, and dt scribed in the petition or bill of complaint filed in said court in the man-
ner substantially as hereinafter provided; and also the validity of such letters-patent,

with the same jurisdiction and power that the circuit court of the United States now
has over and upon such matter;
Second. The use of the improvements, invention, and letters-patent thereon in the

business and service of said United States, and in what department, and for what pur-

pose used, and the duration of that use;
Third. The compensation or sum of mone.y to be paid by said United States, upon

the evidence submitted, for such use of the improvements, invention, and letters-patent
so applied to the public service; and,
Fourth. The right, title, and ownership of the letters-patent specified in the peti-

tion or bill of complaint in the manner aforesaid; and to whom the compensation for

such use of invention and letters-patent thereon shall be awarded and paid by said
United States.
SEC. 2. That if either of the said several departments have had, have, or shall have

in use in the service and business of the United States, any improvements or inven-

tion upon which the letters-patent of said United States have been issued, the invent-

or and original patentee named in the letters-patent, or in any re-issue or any exten-

sion and renewal thereof, or any person or persons claiming to be the owner or owners

of any interest in such letters-patent by a deed of assignment in writing, duly made

and acknowledged before some officer having authority by law to take acknowledg-

ments, and the same of record in the Patent-Office of said United States, the original

deed of assignment so made and recorded, or a duly-certified copy thereof, being pro-

duced and made a part of the said petition or bill of complaint, may make the said

United States defendant, and thus and thereby give the said Court of Claims the ju-

risdiction contained in section one of this act upon the filing of a duly-verified petition

or bill of complaint as herein provided in said court, and serving the Attorney-General

with a duly-certified copy of the same so filed by the petitioner or complainant. The

said petition or bill of complaint shall be in writing, and shall be the 
same, 

or sub-

stantially the same, as a bill in equity in the circuit court of the United States filed

against an infringement of any letters-patent in that court, and shall set forth therein
all the matters of fact which said Court of Claims is, by this act, required to pass

upon and to determine at the final hearing of the case so referred or brought to the

jurisdiction of said court, to which the Attorney-General of said United States shall

make answer within thirty days, or such time as said court may fix upon, next after

service upon him of a duly-certified copy of the said petition or bill so made and filed

in the said Court of Claims; and upon the filing of such answer in said court, the

issues shall be fully joined and the case ready for proofs, to be taken in the manner

herein provided.
SEC. 3. That every such petition or bill of complaint shall be signed and sworn to by

the petitioner or complainant aforesaid before a United States commissioner, or a com-

missioner of said Court of Claims, or before a judge of a court of record having a seal;

and the same shall also be signed by the attorney and counsel of record for the peti-

tioner or complainant in said Court of Claims; and, in like manner, the answer of the

Government of said United States thereto shall be duly signed by the Attorney-Gen-
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eral aforesaid in his official capacity. And after the filing of said answer in the man-
ner hereinbefore stated and provided, eight days' notice, exclusive of the day of the
service thereof, shall be given to said Attorney-General, by said petitioner or by the
petitioner's attorney of record in said Court of Claims of the time and place for the
taking of such oral and documentary proofs as are intended to be used in such cause in
support of the petition or bill of complaint so made and filed in said court, after which
the said Attorney-General shall, in like manner; give notice of the time and place, and
shall proceed to take such proofs as he may deem necessary in support of the answer so
made and filed by him in the office of the clerk of said court. The proofs or evidence
named, as aforesaid, may be taken by and before a United States commissioner, or a
commissioner of said Court of Claims, or an examiner in equity in the United States
circuit court, in the usual manner, and under the same rules as now practiced in patent
causes in the said circuit court. After the direct and rebuttal proofs upon each side in
any such cause have been taken and filed in the office of the clerk of said Court of
Claims, such cause shall be deemed to be ready for argument and final hearing; and
thereupon the same shall be put upon the current calendar or trial-docket of said court
for such hearing and argument upon the evidence so taken and submitted by both the
parties named in the petition or bill of complaint, or by either party thereto, upon the
default of the other, or refusal to take proofs as herein provided; and the same shall
then be proceeded with by that court to fipal judgment and decree in the usual man-
ner established by said court with reference to the making and entering of final decrees
and judgments.
SEC. 4. That the said Court of Claims shall fix upon and decree the rate of compen-

sation and the sum or amount of money to which the aforesaid inventor and original
patentee,or his heirs, or assigns, or legal representative, may, upon the proofs, be en-
titled to have and to receive in the manner claimed in and by such petition or bill of
complaint so made and filed in said court, and up to the time of adjudication by said
Court of Claims; all of which shall be heard and determined upon the evidence taken
and submitted to said court in the manner substantially as hereinbefore provided.
SEC. 5. That any one of the judges of said Court of Claims may, upon the written

application of either party named as aforesaid, regulate, by an order in writing, duly
signed by them, the time, place, and the manner for the taking of proofs or evidence to be
used upon either or both sides in any cause brought within this act into said court in
the manner aforesaid, so as to prevent unnecessary expense or delay by either party
aforesaid; but due notice thereof shall first be given to the adverse party, and said
application may be heard in open court, or at-the chambers of the judge before whom
said application is made; and in like manlier, upon the written application of either
party, said court may determine upon the time for the trial or final hearing and argu-
ment of any such cause so brought into said court.
SEC. 6. That if any person or persons claiming to own the whole or a part interest

of the right and title to the invention and letters-patent thereon, by a good and valid
deed of an assignment, made, executed, and of record in the manner hereinbefore
made and provided, or otherwise claiming any interest therein, if there be any, who
are not joined in such petition or bill aforesaid, shall be made party defendants therein
with the said United States, and brought into said Court of Claims, or required therein
to appear, upon such notice or order as the said court shall determine and direct; and
thereupon the said Court of Claims shall have the same jurisdiction of each and every
matter thereof as it has herein and hereby with reference to said inventor and original
patentee, and shall hear and determine the same in the manner and with the same
force and effdct as here nbefore provided.

SEC. 7. That if in any cause made and filed in the said Court of Claims, in the man-
ner as provided for by this act, anybody shall have a good, sufficient, and valid deed
of assignment and transfer of the invention and letters-patent named in the petition
or bill of complaint aforesaid, or of any part thereof, and if the same be of record in
the United States Patent-Office, as by law required, the same

' 
if required, or a duly-

certified copy thereof, shall be produced in evidence, in said Court of Claims, by the
person or persons holding and owning it, for the inspection and opinion and judgment
of said court thereon; and thereupon the said court shall have full jurisdiction of the
same, and of all matters appertaining thereto, and may, upon evidence duly taken, as
hereinbefore provided, proceed to hear such cause, and to determine each and every
matter that may be at issue or involved in or by the evidence so taken and presented
concerning such deed of assignment, and to whom any judgment that may be rendered,
decreed, or ordered to be entered against said United States shall be paid; and in case
an appeal be taken in the manner provided for in and by section twelve of this act, to
the Supreme Court of the said United States, then that court may, in like manner,
determine such matter and to whom the said United States shall pay any judgment so
made, decreed, and entered by said Court of Claims. But if no such deed of assign-
ment or a duly-certified copy thereof be offered and received in evidence in such cause
before the closing of the direct or redirect evidence upon either side therein, then such
cause shall be proceeded with, and heard and determined by said court in the manner
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hereinbefore made and provided. Any person who may have any knowledge or evi-
dence concerning the matters involved in the petition or bill aforesaid, or in the answer
thereto, may be examined as a witness, by and in behalf of the parties to such suit, or
either of them.
SEC. 8. That any proofs or evidence taken in pursuance of the provisions contained

in this act shall be duly certified to by the officer before whom and by whom the same
is taken; and thereupon the same shall be securely sealed up by such officer, and by
him transmitted to the clerk of said Court of Claims, in the same manner as now prac-
ticed in the said circuit court of the United States, or as required by the rules of
practice in said Court of Claims, which shall be done within thirty days next after the
taking of the same as aforesaid is completed. Duly-certified copies of any record-
papers, other than that of deeds of assignment, or transfers, or licenses, may be used
in evidence hi any such cause in said court in the same manner and with the same
effect as other evidence is used in or by said Court of Claims.
SEC. 9. That if such letters-patent have been renewed or extended by the Commis-

sioner of Patents or by an act of Congress, or if the same have been re-issued either
before or after any renewal or extension thereof, the jurisdiction of said Court of
Claims, conferred by this act, shall apply to the same; and the right of recovery
against said United States as herein provided for the use of the invention so patented,
or re-issued, or renewed and extended, shallplas under either the original letters-patent
or any re-issue thereof, or under any renewed and extended term of the same; and
the same

' 
and each and every thereof, may be included in the same petition or bill of

complaint, and the compensation for the use of the invention so patented shall be fixed
and determined upon the length of time the same has been used in the public service
by the direction of either of the Departments, or any officer named in section one of
this act.
SEC. 10. That in case of the decease of said inventor and original patentee, or of any

such assignee, either before or after the filing of any such petition or bill of complaint
as aforesaid, then his administrator or executor, or administratrix or executrix, for the
benefit of the heirs and estate of such deceased inventor and patentee, or of such
assignee, shall be deemed, and shall be, the rightful and lawful party against said
United States for all and every of the purposes mentioned and provided for in this act,
and may prosecute the same to final judgment and decree in either or both of said
courts, and shall be responsible and accountable to such estate therefor, in the same
manner as provided by law in the State where such estate shall be situated at the time
of the decease of such inventor and patentee or assignee.
SEC, 11. That each and every claim cognizable by the said court under this act shall

be forever barred unless the petition or bill of complaint setting forth a statement of
the case and claim, as herein required, be filed in said court within three years after
the cause of action first accrued: Provided, That any such claim which has accrued
prior to the passage of this act shall not be barred if the petition or bill of complaint
be filed in said court within two years after the passage of this act, and not more than
six years after the expiration of the term of years for which the letters-patent were
granted, or re-issued, or extended and renewed.
SEC. 12. That either party aforesaid may appeal to the Supreme Court of said United

States within ninety days next after judgment or final decree shall have been made
and ordered by said Court of Claims as hereinbefore provided; such cases so appealed
to be preferred causes in said court; and if the said judgment or final decree shall not
be appealed, or, if appealed, and the said judgment or final decree shall be affirmed by
said Supreme Court, then the same shall- be certified by the said Court of Claims to
the Secretary of the Treasury of said United States in the same manner as now pro-
vided by the law in relation to any other judgment of said Court of Claims; and the
same, when presented to the Secretary of the Treasury aforesaid, shall have the same
effect as now provided by law, and shall thereupon be paid out of any general appro-
priation in relation to judgments of said Court of Claims or for private claims; and
the payment of such judgment shall be in full satisfaction for all claims for compensa-
tion for the use of such patented invention or improvements up to the time of the
making and entering of such judgment or decree thereon by said court, and no longer;
or such judgment may be paid by the Secretary of the Treasury of said United States
out of any money in the said Treasury not otherwise appropriated, with the same
effect as though the .same had been paid out of any money appropriated for the pay-
ment of judgments of said Court of Claims or for private claims.


		Superintendent of Documents
	2022-11-11T17:35:31-0500
	Government Publishing Office, Washington, DC 20401
	Government Publishing Office
	Government Publishing Office attests that this document has not been altered since it was disseminated by Government Publishing Office




